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DETAILED ACTION 

Introduction 

1 . This NON-FINAL office action is in response to communications received on 
January 22, 2009. Claims 1-20 have been cancelled. Claims 21-40 have been added. 
Claims 21-40 are currently pending. 

Continued Examination Under 37 CFR 1.114 

2. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.1 14. Applicant's submission filed on January 
22, 2009 has been entered. 

Information Disclosure Statement 

3. The information disclosure statement (IDS) submitted on January 22, 2009 has 
been considered by the Examiner. 

Response to Amendment 

4. New grounds of rejection under 35 U.S.C. § 112, first paragraph, have been 
necessitated by amendment and are presented below. 
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5. New grounds of rejection under 35 U.S.C. § 101 have been necessitated by 
amendment and are presented below. 

Claim Rejections - 35 USC § 112 

6. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

7. Claims 21-40 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

Regarding claim 21, the specification lacks enabling disclosure for many of the 
steps performed by the electronic training delivery system. More specifically, for the 
step of planning course delivery, further detailed in dependent claims 22, 23 and 27, the 
specification provides little or no detail on how course delivery is planned. It merely 
contains vague language on potential functionality of the system, with no specifics on 
how the functionality is actually achieved. For example, when discussing prioritizing 
delivery of courses using the DSP (p. 13 and 14 of specification), the specification merely 
mentions that relevant criteria is established using all the relevant information from an 
enterprise. This is followed by a list of what Examiner assumes is relevant information, 
such as 'specific business needs, audience types..., equipment, and other factors'. There is 
absolutely no disclosure as to how this relevant information is collected, used to establish 
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relevant criteria, or how the criteria are then used to prioritize course delivery. There is 
similarly vague language when describing all functional limitations of dependent claims 
22, 23 and 27, particularly for creating cost forecasts, managing facilities and/or 
equipment used in courses, defining instructor certification criteria, determining whether 
course materials can be delivered to another locale, providing information to 
communicated with the relevant target audience, proactive and reactive scheduling of 
courses, managing over or under-utilization of resources, and creating non-conflicting 
course sessions. The limited disclosure found on p. 14 is not enabling. 

Regarding 'capturing and storing user data' for the intended use of forecasting 
demand, and 'forecasting demand for each course using the captured user data', further 
elaborated on in claim 30, the specification is similarly bare for what the user data is, how 
it is collected and stored, and how it is utilized to forecast demand, p. 14 of the 
specification mentions 'an electronic tool that enables multi-dimensional views of the 
information, thereby enabling forecasters to understand and utilize information in a 
holistic manner for schedule optimization.' There is absolutely no enabling disclosure for 
this electronic tool, just a statement of its existence. 

Similarly, regarding 'creating a schedule for each course based on the forecasted 
demand', there is no enabling disclosure. There is just a brief mention of a scheduling 
team using a scheduling tool, which may be regional and global, and a list of information 
that is used in the scheduling process (p. 14). There is no mention how the information is 
collected or actually used to create a schedule, just statements of what the hypothetical 
tool is capable of. 



Application/Control Number: 10/608,428 Page 5 

Art Unit: 3624 

Regarding 'delivering courses', which is further elaborated on in dependent claims 
24-26, and 28, there is no enabling disclosure. For example, there is no detail as to how a 
course is delivered to evaluate the effectiveness of its content and presentation methods, 
instructors are trained, course materials are obtained, course location is prepared, course 
instruction delivered, quality of instruction reviewed, etc. There are just broad statements 
that all these functionalities are accomplished by a sub-module (p. 15-17). 

For at least the reasons stated above, the claimed invention lacks enabling 
disclosure. Claims 31-40 claim substantially similar subject matter as claims 21-30 and 
lack enabling disclosure for at least the same reasons. Examiner asks that Applicant 
specifically point out where detailed support for these limitations can be found. 

Claim Rejections - 35 USC § 101 

8. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

9. Claims 31-40 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non- statutory subject matter. 

Based on Supreme Court precedent (See Parker v. Flook, 437 U.S. 584, 588 n.9 
(1978)) and recent Federal Circuit decisions {See In re Bilski, 545 F.3d 943, 88 USPQ2d 
1385 (2008)), a method claim must have a specialized, limited meaning to qualify as a 
patent-eligible process claim. This is embodied in the "machine or transformation test", 
which states that a § 101 process must (1) be tied to a particular machine or apparatus or 
(2) transform a particular article to a different state or thing. 
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More specifically, the machine or transformation must impose meaningful limits 
on the method claim's scope to pass the test. Thus, a field-of-use limitation is generally 
insufficient to render an otherwise ineligible method claim patent-eligible. Additionally, 
insignificant extra-solution activity will not transform an unpatentable principle into a 
patentable process. Thus, reciting a specific machine or a particular transformation in an 
insignificant step, such as data gathering or outputting, is not sufficient to pass the test. 

Independent claim 1 contains steps that are not necessarily tied to a particular 
machine or apparatus and are therefore directed to non-statutory subject matter. 
Examiner notes that for process claims implemented on a computer to be considered 
statutory, they must make clear which steps are executed on the computer and which 
steps are executed manually . 

Examiner does not believe it has been made sufficiently clear that the steps are 
performed on a computer, rather than merely implemented with the aid of a computer. 
For purposes of examination, Examiner has assumed that necessary corrections have been 
made. 

Response to Arguments 

10. Examiner would like to thank Applicant for their comments regarding the newly 
presented claims in relation to the prior art. They have been thoroughly considered and 
taken into account in writing this office action. The new grounds of rejection presented 
below are necessitated by amendment. 



Claim Rejections - 35 USC §102 
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1 1 . The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign couiHn , before the invention thereof by the applicant for a patent, 

or 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent granted 
on an application for patent by another filed in the United States before the invention by the applicant 
for patent, except that an international application filed under the treaty defined in section 351(a) shall 
have the effects for purposes of this subsection of an application filed in the United States only if the 
international application designated the United States and was published under Article 21(2) of such 
treaty in the English language. 

12. Claims 21, 22, 24, 31, 32, and 34 are rejected under 35 U.S.C. 102(a) and 
102(e) as being anticipated by Bull (US 6,409,514 Bl). 

Regarding claim 21, Bull teaches an electronic training delivery system for 
training members of an organization (Abstract), comprising: 
a processor (fig. 5); and 

a computer-readable medium encoding instructions for (fig. 5): 

planning course delivery (col. 3, lines 24-32, 36-38, 53-57), 

capturing and storing user data in order to forecast demand (col. 3, lines 

24-32, breaking class into sections, 36-38, 53-57), 

forecasting demand for each course using the captured user data (col. 3, 

lines 24-32, breaking class into sections, 36-38, 53-57), 

creating a schedule for each course based on the forecasted demand (col. 

3, lines 24-32, 36-38, 53-57), 

delivering courses (col. 4, lines 14-18. Electronically storing the worker's 

performance implies courses have been delivered), and 
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collecting data during course delivery and preparation of delivery (col. 4, 

lines 14-18, electronically storing worker's performance). 

Regarding claim 22, Bull teaches an interface for receiving user instructions (col. 

6) to perform at least one of : 

monitoring data collected during course delivery (col. 4, lines 14-18), 
updating the electronic training delivery system (col. 3, inputting new 

information), 

generating performance reports (col. 4, lines 14-18, electronically notifying 
worker of performance), 

archiving course content (col. 3, lines 51-61, inputting courses), 
receiving requests for training (fig. 1), 
creating training proposals (fig. 1 ), 
creating cost forecasts, 

managing facilities and/or equipment used in courses, 
defining instructor certification criteria, 
monitoring instructor quality, 

determining whether course materials can be delivered to another locale, or 
providing information to communicate with the relevant target audience (fig. 1-3). 
Regarding claim 24, Bull teaches wherein delivering courses comprises at least 

one of : 

delivering a course to evaluate the effectiveness of its content and/or presentation 
methods, 

training instructors to deliver course content, 
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ordering, reproducing, and/or delivering course materials, 

preparing the course location for course delivery, 

delivering course instruction (col. 4, implied), 

collecting student rosters and/or assessments (fig. 1-3, col. 3, 4, worker's 
performance, course sections), or 

distributing student certificates (col. 4, certifications). 

Regarding claims 31, 32, and 34, they are rejected using the same art and 
rationale used above for rejecting claims 21, 22, and 24. This is because claims 31, 32, 
and 34 claim a method for performing the functions of the system of claims 21, 22, and 
24. 

Claim Rejections - 35 USC § 103 

13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

14. Claims 23, 25-29, 33, and 35-39 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bull (US 6,409,514 Bl). 

Regarding claim 23, Bull teaches wherein planning course delivery comprises 
prioritizing delivery of courses to the organization (fig. 2, checking for core 
classes is prioritizing), 

scheduling delivery of courses, either proactively or reactively (fig. 1-3), and 
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managing over-utilization or under-utilization of courses, including cancelling, 
rescheduling, and/or adding courses (fig. 4, lines 24-38, breaking large course into 
sections). 

Bull does not explicitly teach: 

receiving information from product developers and/or subject matter experts 
during course development. 

Official notice is given that receiving information from product developers and/or 
subject matter experts during course development is old and well-known. 

All the claimed elements were known in the prior art and one skilled in the art 
could have combined the elements as claimed by known methods with no change in their 
respective functions. The claimed invention is merely a combination of old and well- 
known elements, and the combination would have yielded predictable results to one of 
ordinary skill in the art at the time of the invention. Thus, it would have been obvious to 
combine the teachings, motivated by the advantage in improved course development. 

Regarding claim 25, Bull does not explicitly teach wherein delivering courses is 
followed by 

storing student assessments, 

suggesting facility and/or equipment improvements, and 
reviewing the quality of instruction. 

Official notice is given that storing student assessments, suggesting facility and/or 
equipment improvements, and reviewing the quality of instruction is old and well-known. 

All the claimed elements were known in the prior art and one skilled in the art 
could have combined the elements as claimed by known methods with no change in their 
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respective functions. The claimed invention is merely a combination of old and well- 
known elements, and the combination would have yielded predictable results to one of 
ordinary skill in the art at the time of the invention. Thus, it would have been obvious to 
combine the teachings, motivated by the well-known advantages to improving processes 
through feedback. 

Regarding claim 26, Bull does not explicitly teach means for delivering courses 
comprising one of : 

virtual instructor led training, self-paced training delivered via computer, or some 
combination thereof. 

Official notice is given that all these methods of delivering courses are old and 
well-known. 

All the claimed elements were known in the prior art and one skilled in the art 
could have combined the elements as claimed by known methods with no change in their 
respective functions. The claimed invention is merely a combination of old and well- 
known elements, and the combination would have yielded predictable results to one of 
ordinary skill in the art at the time of the invention. Thus, it would have been obvious to 
combine the teachings, motivated by the cost and flexibility advantages of multiple 
means of teaching. 

Regarding claim 27, Bull teaches wherein scheduling of courses utilizes a tool 
which manages information that includes instructor names (col. 1, lines 33-46), instructor 
skills, course location (col. 1, lines 33-46), course delivery method, estimated expenses 
for the course, or materials and equipment used. 
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Bull does not explicitly teach wherein scheduling of courses utilizes a tool which 
assists in creating non-conflicting course sessions. 

Official notice is given that a tool which assists in creating non-conflicting course 
sessions is old and well-known. 

All the claimed elements were known in the prior art and one skilled in the art 
could have combined the elements as claimed by known methods with no change in their 
respective functions. The claimed invention is merely a combination of old and well- 
known elements, and the combination would have yielded predictable results to one of 
ordinary skill in the art at the time of the invention. Thus, it would have been obvious to 
combine the teachings, motivated by the cost-savings from avoiding scheduling conflicts. 

Regarding claim 28, Bull does not explicitly teach wherein training instructors to 
deliver course content comprises certification of knowledge of the subject matter of the 
course, certification of presentation skills, and certification of effective use of delivery 
mechanisms. 

Official notice is given that these types of certifications are old and well-known. 

All the claimed elements were known in the prior art and one skilled in the art 
could have combined the elements as claimed by known methods with no change in their 
respective functions. The claimed invention is merely a combination of old and well- 
known elements, and the combination would have yielded predictable results to one of 
ordinary skill in the art at the time of the invention. Thus, it would have been obvious to 
combine the teachings, motivated by the advantage in improved training by having 
certified instructors. 
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Regarding claim 29, Bull does not explicitly teach wherein the delivery system is 
implemented by at least one of : 

outsourcing training to an independent entity that is acting according to a service 
level agreement, or 

one of the units of the organization which meets performance metrics, 
allocates costs of the training, and bills other units for the training. 

Official notice is given that outsourcing training to an independent entity that is 
acting according to a service level agreement is old and well-known. 

All the claimed elements were known in the prior art and one skilled in the art 
could have combined the elements as claimed by known methods with no change in their 
respective functions. The claimed invention is merely a combination of old and well- 
known elements, and the combination would have yielded predictable results to one of 
ordinary skill in the art at the time of the invention. Thus, it would have been obvious to 
combine the teachings, motivated by the potential resource savings achieved by 
outsourcing certain business services to specialized service providers. 

Regarding claims 33 and 35-39, they are rejected using the same art and 
rationale used above for rejecting claims 23 and 25-29. This is because claims 33 and 
35-39 claim a method for performing the functions of the system of claims 23 and 25-29. 

15. Claims 30 and 40 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bull (US 6,409,514 Bl) as applied to claims 21 and 31 above, further in view of 
Simmons (WO 98/03953 A2) and Hollingsworth (US 6,157,808). 
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Regarding claim 30, Bull teaches wherein the user data stored in order to 
forecast demand is selected from the group of: 

course content (col. 4, lines 24-32, particular course), student demand (col. 3, 
lines 26-30, fig. 1-3), instructors (col. 1, lines 33-46), facilities (col. 1, lines 33-46, 
location), and any combination thereof (col. 1, lines 33-46). 

Bull does not explicitly teach wherein the user data stored in order to forecast 
demand is selected from the group of: 

course media type, equipment use. 

Simmons teaches wherein the user data stored in order to forecast demand is 
selected from the group of: 

course media type (p. 7, lines 2-5, claim 4, and also see Figures la and 2). 

Hollingsworth teaches wherein the user data stored in order to forecast demand is 
selected from the group of: 

equipment use (col. 7, lines 65-67 and col. 8, lines 1-3. The venue of a computer 
room takes into consideration that certain equipment such as computers is sometimes 
necessary for training). 

One set of data does not affect the collection of other sets of data, and so all the 
claimed elements, which were known in the prior art, could have been combined by one 
skilled in the art with no change in their respective functions. The claimed invention is 
merely a combination of old and well-known elements, and the combination would have 
yielded predictable results to one of ordinary skill in the art at the time of the invention. 
Thus, it would have been obvious to combine the teachings of Bull with the teachings of 
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Simmons, and Hollingsworth, motivated by the advantage of collecting all necessary data 
to effectively plan training activities. 

Regarding claim 40, it is rejected using the same art and rationale used above for 
rejecting claim 30. This is because claim 40 claims a method for performing the 
functions of the system of claim 30. 

Conclusion 

16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jaime Cardenas-Navia whose telephone number is 
(571)270-1525. The examiner can normally be reached on Mon-Fri, 10:30AM - 7:00PM 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bradley Bayat can be reached on (571) 272-6704. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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March 12, 2009 



/J. CI 

Examiner, Art Unit 3624 



/Bradley B Bayat/ 

Supervisory Patent Examiner, Art Unit 3624 



